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UTILITY PATENT APPLICATION TRANSMITTAL 

(New Nonprovisional Applications Under 37 CFR § 1.53(b)) 



Attorney Docket No. 
K35R1710.C1 



CO CM 



TO THE COMMISSIONER FOR PATENTS: m r> 



— I oj 

O Transmitted herewith is a patent application identified as follows: £J 

Inventors: Yingjian Chen, Yugang Wang, Francis Liu, Xizeng Shi, Kyusik Sin and 
Hugh Craig Hiner 



Title: MAGNETIC HEADS FOR PERPENDICULAR RECORDING WITH 
TRAPEZOIDAL POLE TIPS 

Which is a Continuing Application of: 

U.S. Patent Application Serial No. 09/933,508, filed August 20, 2001; 



Enclosed are: 

15 pages Specification 

6 pages Claims 

1 page Abstract 

8 sheets Drawings 

3 page copy of signed Declaration from prior application (09/933,508) 

1 page Request Not to Publish and Certification of No Intent to Foreign 
File 

1 page signed IDS 

2 page IDS form 1449 listing twenty- two reference documents 
2 reference documents listed in the IDS form 1449 

1 check in the amount of $860.00 

2 self-addressed, stamped postcards 



No 



Newly Executed Declaration Not Required: 

A newly executed declaration is not filed in this application because, in accordance with 37 CFR 1.63(d)(1): 
the prior application contained a declaration as prescribed by 37 CFR 1.63; the continuation application (this 
application) is filed by all of the inventors named in the prior application; the specification and drawings in the 
continuation application (this application) contain no matter that would have been new matter in the prior 
application; and a copy of the executed declaration in the prior application is being submitted in the continuation 
application (this application). 



CLAIMS AS FILED 


FOR 


NO. FILED 


NO. EXTRA 


RATE 


FEE 


Total Claims 


25 


5 


$18.00 


$90.00 


Independent Claims 


3 


0 


$86.00 


$0.00 


Multiple Dependent Claims (if applicable) 


$0.00 


Assignment Recording Fee 


$0.00 


Basic Filing Fee 


$770.00 


Total Filing Fee 


$860.00 



Note Regarding Continuing Application: 

Applicants have annotated page 1 of the Specification in an attempt to comply with the new Patent Office 
requirements for indicating specified relationships (e.g., "continuation" or "continuation-in-part") between 
applications to claim the benefit of prior applications under 35 USC §120. Unfortunately, those new Patent Office 
requirements are vague and confusing, and contradict historic understanding as well as current and former laws and 
Patent Office rules. As such, applicants are unsure of how to characterize the various applications, and have 



provided the parenthetical terms on page 1 of the Specification to appease the Patent Office but cannot provide any 
assurance as to which of several unclear and contradictory relationship definitions the applications may assume. 

For example, MPEP §201.07 (Rl, Feb. 2003) states: "A continuation is a second application for the same 
invention claimed in a prior nonprovisional application and filed before the original prior application becomes 
abandoned or patented." However, MPEP §804, listing the requirements of double patenting rejections (including 
provisional rejections), states: "Where the claims of an application are substantively the same as those of a first 
patent, they are barred under 35 U.S.C. 101 - the statutory basis for a double patenting rejection. A rejection based 
on double patenting of the 'same invention' type finds its support in the language of 35 U.S.C. 101." Thus, 
according to the definition of continuation application provided by MPEP §201.07, no valid continuation of a patent 
can exist, in contrast to long-standing patent practice and many thousands of issued patents. 

According to MPEP §201.08 (Rl, Feb. 2003): "A continuation-in-part is an application filed during the 
lifetime of an earlier nonprovisional application, repeating some substantial portion or all of the earlier 
nonprovisional application and adding matter not disclosed in the said earlier nonprovisional application." This is in 
contrast to the Notice in the March 18, 2003 Official Gazette of the USPTO, which states: "the designation of an 
application as a continuation (rather than as a continuation-in-part) is an indication that the entire invention claimed 
in an application has support in the prior application, whereas the designation of an application as a continuation-in- 
part is an indication that the claimed invention is not entirely supported by the prior application." In other words, to 
define a CIP the MPEP looks to whether an application has added subject matter, whereas the Official Gazzette 
Notice directs applicants to determine whether the claimed invention is entirely supported by the prior application, 
without regard to whether subject matter has been added. 

Neither 35 U.S.C §120 nor 37 CFR §1.78 requires the characterization of an application as a continuation 
versus a divisional versus a continuation-in-part. Perhaps for this reason, the MPEP in effect earlier this year made 
it clear that the terms continuation, CIP, divisional, etc. had no legal significance. As stated in MPEP Edition 8, 
§201.11: "Continuing applications include those applications which are called divisions, continuations, and 
continuations-in-part. As far as the right under the statute is concerned the name used is immaterial, the names being 
merely expressions developed for convenience. The statute is so worded that the first application may contain more 
than the second, or the second application may contain more than the first, and in either case the second application 
is entitled to the benefit of the filing date of the first as to the common subject matter." 

Given the vague, confusing and contradictory meanings proposed by the Patent Office, applicants are 
unsure what a "continuation application" is, what a "continuation-in-part application" is and what a "divisional 
application" is. Therefore, the terms "continuation" and "continuation-in-part" provided on page 1 of the 
Specification should not be relied upon by an Examiner or anyone else. 

I hereby certify that this is being deposited with the U.S. 
Postal Service "Express Mail Post Office to Addressee" 
service under 37 CFR § 1.10 on the date indicated below 
and is addressed to: MS PATENT APPLICATION, 
Commissioner for Patents, P.O. BOX 1450, Alexandria, 
VA 22313-1450. 

Mark Lauer 
Date of Deposit: 

Express Mail Label No.: EV406927893US 
Customer No.: 24501 



Respectfully submitted, 




Mark Lauer 



Reg. No. 36,578 

6601 Koll Center Parkway 

Suite 245 

Pleasanton, CA 94566 
Tel: (925)484-9295 
Fax: (925)484-9291 



REQUEST AND CERTIFICATION 
UNDER 
35 U.S.C. 122(b)(2)(B)(i) 



First Named Inventor Yingian Chen 



MAGNETIC HEADS FOR 
Title PERPENDICULAR RECORDING 

WITH TRAPEZOIDAL POLE TIPS 



Attorney Docket No. K35R1710.C1 



I hereby certify that the invention disclosed in the attached application has not and will not be the 
subject of an application filed in another country, or under a multilateral agreement, that requires 
publication at eighteen months after filing. I hereby request that the attached application not be published 
under 35 U.S.C. 122(b). 



This request must be signed in compliance with 37 CFR 1.33(b) and submitted with the application upon 
filing. 

Applicant may rescind this nonpublication request at any time. If applicant rescinds a request that an 
application not be published under 35 U.S.C. 122(b), the application will be scheduled for publication at 
eighteen months from the earliest claimed filing date for which a benefit is claimed. 

If applicant subsequently files an application directed to the invention disclosed in the attached 
application in another country, or under a multilateral agreement, that requires publication at eighteen 
months after filing, the applicant must notify the United States Patent and Trademark Office of such 
filing within forty-five (45) days after the date of such foreign or international application. Failure to do 
so will result in abandonment of this application [35 U.S.C. 122(b)(2)(B)(iii)]. 



Express Mail Label No.: EV406927893US 



Date: /2~?&^3 




Mark A. Lauer 



